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108 (David E. Shallant, Managi nhg Attorney).

Bef or e Hanak, Chapnman and Wendel, Admi nistrative Trademark
Judges.

Opi ni on by Wendel , Adm nistrative Trademark Judge:

Jack Russo has filed an application to register the
mar k LAWYVERSVI DEO for “providing | egal information over a
gl obal conputer network.”?!

Regi stration has been finally refused under Section
2(e)(1) on the ground that the mark is nerely descriptive.
The Exami ning Attorney has al so made final the requirenent

that applicant submt advertisenents or pronotiona

! Serial No. 75/527,748, filed July 30, 1998, based on an
al l egation of a bona fide intention to use the mark in comerce.
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materials. The refusal has been appeal ed and both
applicant and the Exam ning Attorney filed briefs. An ora
heari ng was not requested.

Atermis nerely descriptive within the meani ng of
Section 2(e)(1) if it imrediately conveys information about
a characteristic or feature of the goods or services with
which it is being used or is intended to be used. See In
re Gyulay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir 1987); In
re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215
(CCPA 1978). Wether or not a particular termis nerely
descriptive is determned not in the abstract, but rather
inrelation to the goods or services for which registration
is sought, the context in which the designation is being
used, and the significance the designation is likely to
have to the average purchaser as he or she encounters the
goods or services bearing the designation, because of the
manner in which it is used. See In re Bright-Crest, Ltd.,
204 USPQ 591 (TTAB 1979). It is not necessary that the
term describe all the characteristics or features of the
goods or services in order to be nerely descriptive; it is
sufficient if the termdescribes one significant attribute
thereof. See In re Pennzoil Products Co., 20 USPQ2d 1753

(TTAB 1991).
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The Exami ning Attorney maintains that the proposed
mark LAWYERSVIDEO is nerely descriptive in that “videos
about and for |lawers is a salient feature of applicant’s
| egal information services.” (Brief p.4). She has
supported her refusal with excerpts fromboth the Internet
and articles retrieved fromthe NEXIS dat abase show ng the
use of videos both by various |egal groups as a training
means and by |awyers thenselves in the litigation field.

Applicant agrees that his service is directed to
| awyers but strongly disagrees that the mark as a whole is
merely descriptive of a feature of applicant’s information
service. Applicant states that his service provides
various types of information specifically related to
hel ping |l awers involved in the litigation process,
including informati on regarding the use of videos in
depositions and trials, the use of graphics in litigation,
the use of experts, etc., by neans of the gl obal conputer
network. He insists that his service “does not offer, sel
or make videos for |awers nor is Applicant’s information
service offered on videos.” (Brief, p. 4). Applying a
t hree-prong test, applicant argues that his mark i s not
merely descriptive under the “degree of imagination test”
inthat it takes nmental pause or thought and inagination to

di scern the exact nature of applicant’s services upon
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view ng the mark LAWERSVI DEG, that under the “conpetitors’
need test” there is no need for others to use LAWERSVI DEO
to describe simlar services; and that under the
“conpetitors’ use test” there is no evidence of record that
others are actually using the termto describe simlar
services. Applicant further argues that the mark is not
merely descriptive in that it does not tell potential
custoners only what the services are. Applicant contends
that his services are not videos for |awers and are not
only information regarding the use of videos by |awers.

As we have stated above, it is not necessary that a
term describe all the characteristics or features of the
i nvol ved services in order to be nmerely descriptive;
description of one significant attribute will suffice.
Here LAWYERSVI DEO cl early describes a significant feature
of applicant’s information service. As argued by the
Exam ning Attorney, applicant’s service relates to | awers’
videos, not in the sense that applicant is selling videos
to |l awers, but rather in the sense that applicant is
providing information to lawers with respect to the use of
videos during litigation. Wile the information provided
may enconpass many ot her areas of interest, nonethel ess one
area is that of the use of videos by |lawers in the

litigation process. That the use of videos in this manner
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woul d be of interest to |awers and m ght well be an
expected area covered by applicant’s legal information
service in the litigation field is denonstrated by the
| nt ernet webpage nade of record by the Exam ni ng Attorney
showi ng the adverti senent that
[wWe fulfill all the Imging, Video Production,
Sof t war e Devel opnent, Electronic Data D scovery

and Trial Consulting needs for Trial Lawyers.
(www. i ndat acor p. con)

The fact that this is one of the topics of applicant’s
service would result in an i medi ate correl ati on by
prospective purchasers of applicant’s service of the mark
LAWYERSVI DEO and this particular facet of applicant’s
service. It would take no inmagination or nental pause to
grasp the connection between LAWERSVI DEO and applicant’s
| egal information service covering the area of the use of
vi deos by |l awers. The nmere juxaposition of the two words
LAWYERS and VIDEO into a single termdoes not in any way
change the connotation of the words as such.

Furthernmore, LAWERSVIDEO is nerely descriptive of
applicant’s information service in another sense. Although
applicant states that he is not providing or selling videos
to lawers as such, the broad identification by applicant
of his services as “providing |legal information over a

gl obal comput er network” does not rule out the possibility
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t hat applicant woul d use videos in the inplenentation of
his information service over the Internet. Wile the
majority of the Internet pages and excerpted articles
retrieved fromthe NEXI S dat abase made of record by the
Exam ning Attorney are directed to the offering of videos
in the formof cassettes or closed circuit show ngs by
organi zati ons for purposes of |egal training or education,
nonet hel ess, we find certain excerpts which reference the
direct use of videos on the Internet in the provision of
i nformational or educational services. For exanple, we
note the follow ng:

Hi ghl i ghts I ncludi ng Video

TrialDirector used in US v. Mcrosoft Antitrust

Trial: dick here to see the video and read about

how “(Trial Director and) Technol ogy changes the

way evidence is presented in court.” San Jose Mercury

News
(www. i ndat acor p. com ;

Click into cle-Net — - audio and video prograns on the
i nternet anyti ne.
(ww. cl e- net . edu) ;

Earn Audi o/ Video CLE credits on WSTLA' S I nternet CLE
via Taecan.com
(ww. wstla.org): and

Check Qut Qur “Stream ng” Video

As part of our research and devel opnent efforts, we
have put up a two-mnute video clip featuring the
editors of our book on Environnent Law & Practice.
Future efforts will appear on our Online Canpus.
(www. pbi . orq).
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In this sense LAWYERSVIDEO is nmerely descriptive of a | ega
i nformation program provided over the Internet which in
fact nmakes use of videos in the presentation of the
materials. As we stated above, applicant’s service, as
broadly identified, clearly enconpasses such a use of

vi deos, whet her or not applicant presently intends to so
use videos. Here also potential purchasers would readily
make the associ ati on bet ween LAWERSVI DEO and applicant’s
information service for | awers making use of videos in the
presentation of the nmaterials.

Applicant’s argunents that conpetitors neither need
nor use the term LAWERSVI DEO to describe simlar services
are to no avail. As we have often stated, the fact that
applicant may be the first and/or only user of the termfor
i nformational services of this nature is not controlling
when the term unquestionably projects a nmerely descriptive
connotation. See In re Polo International Inc., 51 USPQd
1061 (TTAB 1999).

Accordingly, we find LAWERSVI DEO woul d be merely
descriptive if used in connection with applicant’s
provi sion of legal information over a gl obal conputer
net wor k.

We next consider the Exam ning Attorney’s requirenment

that applicant submt advertisenents or pronotiona
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materials, if available. The Exam ning Attorney has nade
this requirement final because applicant has failed to cone
forth with any materials of this nature.

Under Trademark Rule 2.61(b) an applicant nmay be
required “to furnish such informati on and exhibits as may
be reasonably necessary to the proper exam nation of the
application.”

When first making the requirenment for these materials,
the Exam ning Attorney stated that “[i]f such materials are
not avail able, the applicant nust describe the nature,
pur pose and channels of trade for the services.” 1In
response, applicant did not provide any materials but
i nstead gave a full explanation of the type of services
wi th which he intended to use the mark.

We are fully convinced that applicant adequately
conplied with the Exam ning Attorney’ s requirenment at this
point in the prosecution. This is an intent-to-use
application and advertising and pronotional materials nmay
not yet be available. The explanation given by applicant
of the services wth which he intended to use the mark was
t horough and detailed. Although the Exam ning Attorney
continued the requirenent and applicant made no further
reference thereto, we find that applicant had al ready

satisfactorily met the requirenent. W would note that
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applicant rightfully should have made a further response to
the requirement by clearly explaining that either no
materials were avail able, or, if avail able, why they were
not provided, and that his detail ed discussion of the
services was intended to fulfill the requirenent.
Nonet hel ess, the refusal to register on the basis of
failure to conply with this requirenent is reversed.

Deci sion: The refusal to register under Section
2(e)(1) is affirmed. The requirenent that advertising and

pronotional materials be submtted is reversed.
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